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DETAILED ACTION 

1 . In the Amendment filed December 09, 201 1 , Applicants amended claims 30-33 
and 63-70. Claims 30-33 and 63-70 are currently pending. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 63-66 and 70 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
U.S. Patent Application Publication No. 2003/001 1633 A1 to Conley et al. (hereinafter, 
Conley). Conley was cited in the Notice of References Cited dated March 16, 2010. 

In regard to claims 63, 66, and 70, Conley discloses a system, comprising: 

an image forming apparatus (Conley, Fig. 3, MFP); and 

an external apparatus connected to the image forming apparatus through a 
network (Conley, Fig. 3, PC), 

the image forming apparatus configured to include at least one of hardware 
resources of a scanner and a plotter (Conley, [0038], MFP copier); 



Application/Control Number: 10/589,236 Page 3 

Art Unit: 2625 

a request part configured to send a request of a screen for using an application, 
which is implemented in the external apparatus and executes an image forming process 
using the at least one hardware resource (Conley, [0038], 1-11); 

a display part configured to display the screen for using the application at the 
display part, the screen sent from the external apparatus in response to the request 
sent by the request part (Conley, [0038], 6-9); 

an instruction request sending part configured to send an instruction request for 
executing the image forming process to the application implemented in the external 
apparatus, based on an operation of a user to the screen displayed at the display part 
(Conley, [0038], 1-8, enterprise application); 

an instruction receiving part configured to receive an execution instruction which 
is sent from the application in response to the instruction request sent by the instruction 
request sending part (Conley, [0038], 13-17, back to MFP to initiate scanner); and 

an execution part configured to execute the image forming process in response 
to the execution instruction received by the instruction receiving part, by using the at 
least one hardware resource (Conley, [0038], 13-17, back to MFP to initiate 
scanner), 

the external processing apparatus configured to include the application including 
a screen sending part configured to send the screen to the image forming 

apparatus in response to the request sent from the request part (Conley, [0038], 1-11); 

and 
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an execution instruction sending part configured to send the execution instruction 
for executing the image forming process using the at least one hardware resource to the 
image forming apparatus, in response to the instruction request sent from the instruction 
request sending part (Conley, [0038], 13-17). 

In regard to claim 64, which depends from claim 63, Conley disclose wherein 
execution instruction sending part of the external apparatus sends a request of a screen 
update instruction to the instruction receiving part of the image forming apparatus 
(Conley, [0038], 1-19); and 

the request part of the image forming apparatus sends the screen update 
instruction to the screen sending part of the external apparatus based on the request of 
the screen update instruction sent from the execution instruction sending part of the 
external apparatus (Conley, [0038], 1-19). 

In regard to claim 65, which depends from claim 63, Conley disclose wherein a 
screen flow control part of the external apparatus generates the screen based on the 
request (Conley, [0038], 1-19). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 1 02 of this title, if the differences between the subject 
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matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. Claims 67-69 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conley in view of U.S. Patent Application Publication No. 2004/0160630 A1 to Iriyama 
et al. (hereinafter, Iriyama). Iriyama was cited in the Notice of References Cited dated 
October 14, 2019. 

In regard to claim 67, Conley discloses a system (Conley, Fig. 3), comprising: 
an image forming apparatus for forming an image by using a scanner (Conley, 
Fig. 3, MFP);and 

an external processing apparatus, wherein the image forming apparatus and the 
external processing apparatus are connected through a network (Conley, Fig. 3, PC); 
the image forming apparatus including 

a request part configured to send a request of a screen for using an application, 
which is implemented in the external apparatus (Conley, [0038], 1-11); 

a display part configured to display the screen for using the application at the 
display part, the screen sent from the external apparatus in response to the request 
sent by the request part (Conley, [0038], 6-9); and 

an instruction request sending part configured to send an instruction request for 
executing the image forming process to the application implemented in the external 
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apparatus, based on an operation of a user to the screen displayed at the display part 

(Conley, [0038], 1-8, enterprise application), 

the external processing apparatus configured to include the application including 
a screen sending part configured to send the screen to the first image forming 

apparatus in response to the request sent from the request part (Conley, [0038], 1-11); 

and 

an execution instruction sending part configured to send the execution instruction 
for executing the image forming process using the plotter to the image forming 
apparatus, in response to the instruction request sent from the instruction request 
sending part (Conley, [0038], 13-17, back to MFP to initiate scanner). 

Conley does not disclose a second image forming apparatus for forming an 
image by using a plotter, the second image forming apparatus connected to the image 
forming apparatus and the external processing apparatus via a network, the first image 
forming apparatus executing an image forming process using the second image forming 
apparatus the second image forming apparatus including an instruction receiving part 
configured to receive an execution instruction which is sent from the application in 
response to the instruction request sent by the instruction request sending part; and an 
execution part configured to execute the image forming process in response to the 
execution instruction received by the instruction receiving part, by using the plotter, and 
the external apparatus including an execution instruction sending part configured to 
send the execution instruction for executing the second image forming process using 
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the plotter to the image forming apparatus, in response to the instruction request sent 
from the instruction request sending part. 

However, while the missing parts in Conley seem detailed, it is essentially a 
second image processing apparatus connected to the image processing apparatus and 
the external apparatus, wherein the second image processing apparatus communicates 
with both the image processing apparatus and the external processing apparatus. 

Moreover, Conley discloses a second image forming apparatus for forming an 
image by using a plotter, the second image forming apparatus connected to the image 
forming apparatus and the external processing apparatus via a network, the first image 
forming apparatus executing an image forming process using the second image forming 
apparatus (Iriyama, Fig. 1, [0050] - [0052]) 

That is, Iriyama discloses a second image processing apparatus connected to 
the image processing apparatus and the external apparatus, wherein the second image 
processing apparatus communicates with both the image processing apparatus and the 
external processing apparatus (Iriyama, Fig. 1, [0050] - [0052]). 

Accordingly, the combination of Iriyama and Conley would disclose the second 
image forming apparatus including an instruction receiving part configured to receive an 
execution instruction which is sent from the application in response to the instruction 
request sent by the instruction request sending part; and an execution part configured to 
execute the image forming process in response to the execution instruction received by 
the instruction receiving part, by using the plotter, and the external apparatus including 
an execution instruction sending part configured to send the execution instruction for 
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executing the second image forming process using the plotter to the image forming 
apparatus, in response to the instruction request sent from the instruction request 
sending part (Iriyama, Fig. 1, [0050] - [0052] and Conley, [0038]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Iriyama with the teachings of Conley so that 
various image processing functions are provided for the user by the user does not take 
a lot of troubles in finding a desired function. (Iriyama, [0016]). 

In regard to claim 68, which depends from claim 67, Conley disclose wherein 
execution instruction sending part of the external apparatus sends a request of a screen 
update instruction to the instruction receiving part of the image forming apparatus 
(Conley, [0038], 1-19); and 

the request part of the image forming apparatus sends the screen update 
instruction to the screen sending part of the external apparatus based on the request of 
the screen update instruction sent from the execution instruction sending part of the 
external apparatus (Conley, [0038], 1-19). 

In regard to claim 69, which depends from claim 67, Conley disclose wherein a 
screen flow control part of the external apparatus generates the screen based on the 
request (Conley, [0038], 1-19). 
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6. Claims 30-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Conley in view of U.S. Patent Application Publication No. 2004/0239975 A1 to Kawaura 
et al. (hereinafter, Kawaura). Kawaura was cited in the IDS filed by Applicants on June 
04, 2008. 

In regard to claim 30, which depends from claim 63, Conley does not disclose 
wherein, when the image forming apparatus and the external apparatus are in an offline 
state, the image forming apparatus reads out a file for building up the application from a 
storage area included in the image forming apparatus, builds up the application in the 
image forming apparatus, and controls at least one of the hardware resources when a 
request is made to the application built in the image forming apparatus. 

Kawaura, however, discloses wherein, when the image forming apparatus and 
the external apparatus are in an offline state, the image forming apparatus reads out a 
file for building up the application from a storage area included in the image forming 
apparatus, builds up the application in the image forming apparatus, and controls at 
least one of the hardware resources when a request is made to the application built in 
the image forming apparatus (Kawaura, Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Kawaura with the teachings of Conley in order to 
improve the reliability of an update program (Kawaura, [0019], lines 5-7). 
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In regard to claim 31, which depends from claim 30, Kawaura discloses 
wherein, while the image forming apparatus and the external apparatus are in an online 
state, a file for building up the application transferred from the external apparatus to the 
storage area (Kawaura, Abstract). 

In regard to claim 32, which depends from claim 63, Conley does not disclose 
discloses wherein while the image forming apparatus and the external apparatus are in 
an offline state, at least a part of the screen is transferred from the external apparatus to 
a storage area, and at least the part of the screen is read out from the storage area. 

Kawaura, however, discloses wherein while the image forming apparatus and the 
external apparatus are in an offline state, at least a part of the screen is transferred from 
the external apparatus to a storage area, and at least the part of the screen is read out 
from the storage area (Kawaura, Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Kawaura with the teachings of Conley in order to 
improve the reliability of an update program (Kawaura, [0019], lines 5-7). 

In regard to claim 33, which depends from claim 30, Conley does not disclose 
wherein while the image forming apparatus and the external apparatus are in an online 
state, at least one of the hardware resources is controlled when a request is made to 
the external apparatus, and, while the image forming apparatus and the external 
apparatus are in the offline state, the at least one of the hardware resources is 
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controlled when a request is made to the controlling part built in the image forming 
apparatus. 

Kawaura, however, discloses wherein while the image forming apparatus and the 
external apparatus are in an offline state, at least a part of the screen is transferred from 
the external apparatus to a storage area, and at least the part of the screen is read out 
from the storage area (Kawaura, Abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Kawaura with the teachings of Conley in order to 
improve the reliability of an update program (Kawaura, [0019], lines 5-7). 

Moreover, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to modify Kawaura and Conley so that while the image handling 
apparatus and the external processing apparatus are in an online state, the image 
formation unit is controlled when a request is made to the controlling part built in the 
external processing apparatus, and while the image handling apparatus and the 
external processing apparatus are in an offline state, the image formation unit is 
controlled when a request is made to the controlling part built in the image handling 
apparatus in order to ensure that data processing is still completed even though the 
eternal processing apparatus is in an offline state. 

Response to Arguments 

7. Applicants' arguments with respect to claims 30-33 and 63-70 have been 
considered but are not persuasive. 
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In regard to Applicants arguments with respect to the claim amendment, 

Applicants argue that the claims have been amended and that Conley does not disclose 
the amended claims. See Amendment, pg. 14. 

The Examiner notes that the claims are newly added and have not been rejected 
or considered as a whole as of this Action. Moreover, Applicants' arguments, while 
appearing to be a bonafide response, are not specific enough in regard to Conley to 
allow for the Examiner to answers them any more than has already been presented 
above in the current rejection. 

Conclusion 

8. Applicants' amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. Applicant is reminded 
of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ERIC A. RUST whose telephone number is (571 )-270- 
3380. The examiner can normally be reached on Monday - Friday, 8:00 a.m. - 5:00 
p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Benny Tieu can be reached on (571)-272-7490. The fax phone number for 
the organization where this application or proceeding is assigned is 571-270-4380. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ERIC A. RUST/ 
Examiner, Art Unit 2625 
03/30/2012 
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Supervisory Patent Examiner, Art Unit 2625 



